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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) US is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTCM13) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) Q Other: . 
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Part of Paper No./Mail Date 08062005 



DETAILED ACTION 



Drawings 

1. The drawings are objected to under 37 CFR 1.83(a) . The 
drawings must show every feature of the invention specified in 
the claims. Therefore, the method steps must be shown or the 
feature (s) canceled from the claim ( s) . Method steps may be 
illustrated by an appropriate flow chart or a series of pictures 
showing the steps in sequence. No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) 
are required in reply to the Office action to avoid abandonment 
of the application. Any amended replacement drawing sheet 
should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing 
should not be labeled as " amende d" . If a drawing figure is to 
be canceled, the appropriate figure must be removed from the 
replacement sheet, and where necessary, the remaining figures 
must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to 
show the renumbering of the remaining figures. Each drawing 
sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in 
abeyance . 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1-6 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non- statutory subject matter. 

As set forth in the Constitution, the "patent clause" 
(Article I, section 8, clause 8) is limited to the promotion of 
advances in the "useful arts". Sports methods are not within 
the "useful arts" as that term is used in the U.S. Constitution 
It has been recognized that "technological arts" is synonymous 
with the phrase "useful arts" as it appears in the Constitution 
See In re Waldbaum, 173 USPQ 430. The claimed subject matter 
represents an idea that does not advance the technological arts 
The instant clams merely recite rules for determining a winner 
in a game. The claims require no actual application of the 
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rules and thus cannot be said to be more than an abstract 
concept . 

Furthermore, the recited steps do not fall within the 
classic definition of a process and, accordingly, is not a 
"process" within the meaning as used in 35 USC 101. The classic 
definition of a process is "an act, or a series of acts, 
performed upon the subject matter to be transformed and reduced 
to a different state or thing". See Cochrane v. Deener, 95 U.S. 
780. Moreover, "transformation and reduction of an article 'to 
a different state or thing' is the clue to the patentability of 
a process claim that does not include particular machines". See 
Gottschalk v. Benson, 175 USPQ 673. 

Therefore, because the claimed method does not include a 
particular machine and because there is no transformation of 
subject matter so as to reduce it to a different state or thing, 
the claimed method is not properly characterized as a process 
within the meaning of the patent statutes and is thus ineligible 
to receive a patent . 

Under recent Federal Circuit guidance in the context of 
computer- related inventions employing mathematical algorithms, 
the "useful, concrete and tangible result" test has emerged. 
See In re Allapat, 31 USPQ2d 1545; State Street Bank & Trust Co. 
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v. Signature Financial Group, Inc., 47 USPQ2d 1596; AT&T Corp. 
v. Excel Communications , Inc., 50 USPQ2d 1447. 

While the instant case is non-machine implemented and does 
not relate to a mathematical algorithm, to the extent that the 
"useful, concrete and tangible result" test applies outside the 
context of computer algorithms, the claimed method of scoring a 
sporting event is not sufficiently tangible because the claimed 
invention merely manipulates an abstract idea {i.e., the rules) 
without actually requiring that they be applied to tangible 
subject matter in such a way that any result is actually 
achieved. 

Because the claimed method is merely manipulating an 
abstract idea and does not serve to produce a result that can be 
fairly characterized as useful, tangible and concrete, it does 
not meet the modern test for patent-eligible subject matter and 
is therefore not eligible for patent protection. 



Conclusion 

4 . The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

5. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Raleigh 
Chiu whose telephone number is (571) 272-4408. The examiner can 
normally be reached on Monday-Thursday. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Greg Vidovich, can be 
reached on (571) 272-4415. 

The fax number for the organization where this application 
or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 




Raleigh W. Chiu 
Primary Examiner 
Technology Center 37 00 



RWC:dei:feif 
4 August 2005 



